REMARKS 

Claims 1-12, 15, and 17-22 are pending in the present appiication. Claims 1-12 
and 15 stand rejected. Claim 1, 11, and 15 have been mnended. Claims S-10 have been 
cancelled without prgudice. Claims 17-22 have been added. 

ReqHtrenvent for Jnformatioa 

The Examiner (in page 2 of the Office Action) has requested a technical research 
report entitled, "Indexing v^'eighted-sequences in large databases" (See I I Wang, C. 
Perng, W. Fan, S. Park, P. Yu, Indexing weighted-sequences in large databases. 
Technical Report Research Report, IBM, 2/2002), It is believed that the requested 
document is an internal document that is not publicly available. At this point, the 
requested document cannot be readily obtai ned. 

In any event, the Examiner should note that some or ail of the subject matter 
contained in the requested document is seemingly incorporated (See 1"" bullet of 'Our 
Contributions', p. 2) into the article entitled, "Indexing weighted-sequences in large 
databases" (See K Wang, C. Perng, W . Fan, S. Park, P. Yu, Indexing weighted- 
sequences in large databases, ICDE'03, March 5/8/2003, pgs 63-74) (hereinafter referred 
to as "first paper' ) In tbis regard, the Examiner is already in possession of at least part, if 
not all of the requested information. 
Peciaration under 37 C.F.R. 1.132 

The Examiner (in pages 2-3 of the Office Action) states that the previously 
presented i I ^2 affidavit is insufficient because the ev idence of record coiuains 
contradictor)'- information. It is respectfully submitted that the Kxaminer's iuidings of 
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coiitradictojy infonnaiion are erroneous as a matter of law and fact. The Examiner has 
Hot demonstrated that there is any contradictory evidence regarding invefltorship and has 
no basis to challenge the veracity of the inventor's statements regarding inventorship. 

First, tlie Examiner asserts that authorship is usually listed in order of conttibution 
and that the fisting of PhlHip Yu's name after the name of non -inventor Sanghyun Park's 
suggests a contribution by Mr. Park tiiat is at least equivalent to that of Mr. Yu. 
However, this finding is seemingly nothing more than the Examiner's belief or opinion as 
to the correlation between contribution and listing of authorship. The Examiner does not 
otTer any evidence or legal aiithority to support this finding. Moreover, the Examiner has 
not explained how "contribution" to authorship of a paper correlates to "ioveotorship" as 
a matter of law. Indeed, the Examiner fails to recognize that on a legal basis, thg 

jMgMmMagfeo^^ ..." (See m:pep 

7 16. 10). In short, the Office Action is devoid of any explanation as to how an 
individual's "contribution" to paper relates to inventorship of subject matter contained in 

the paper. 

Secondly, tiie Examiner cites an IEEE guideline regarding authorship and a 
passage in th e first paper (in col. L p,3) that states, "we motivate our woric," as further 
proof of inventive contribution by the non-inventor Sanghyun Park Again, the 
Examiner's findings in this regard are irrelevant and fail to establish "contradictoiy 
evidence's sutlficient to challenge the veracity of tlie inventor's statements. 

The IEEE guideline states that the IEEE affirms that anthorship credit 

must be reserved for individuals who have met each of the following conditions: 
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MaJc u v/t,7////i an/ ifUcIlcc tml cofUrtbutum fo ihe (hcorciwa/ deve/opmettt 
s\ stem Of ex/'C! mn')}ial i{e\}f^n, ptofohpc de\ chprneni, cmJ or ihe ana/} sis and 
ifilefpieialioii o/dafa associated wtlh the w otk contained w fhe mamtscnpt, 

h Cntnrihuti'd to drafting the attic le or trvieM nig and or re^ i-^ing it fin 

mreiiectuai content: and 

£.'. Approved thefmjl version of the mattmcript m accepted for publicatkm, 
including references. 

The above lEBE guidelines provides thai "authorship" can be established for a 

person who could have made a comrihmon to the analysis and imerpretation of data 
associated with the work contained in the mamiscripi, contributed to draff ing the article 
or reviewing and/or revising the article and approved the final version of the 
manuscript. The Examiner has not explained how meeting these conditions for 
"authorship" relates to conditions for establishing 'inventorship'"- In any event, it is clear 
that the lEBE^yjxielin^^^^^^ 
the..PMentl;awsM4..d^^^ 

establishing inyen^^ Again, the Examiner fail s to recognize 

that iMiesigffltimMj!^^ ..." (See 

MPEP 716.10). 

Moreover, the Examiner's reliance on the phrase "we motivate our work" as 
providing contradictoiy evidence of authorship is without merit and does not 
conclusively prove an inventive contribution by the non-inventor Mr. Park to the claimed 

inventions. Indeed, the terra "work" does not directly correlate to "inventorship". The 
tenn 'work'' is not defined in the paper to be "inventorship". Nor has the Exatniner 
explained how the terai "work" correlates with the requirements of inventorship under 
the Patent Laws. 



10 



As fiirther "proof of conlfadictory evidence", the Examiner finds that Applicant's 
1 . 1 32 affidavit refers to non-inveMor Mr. Park as a graduate student, which is 
purportedly contradicted by an affidavit in another application 10/723,206 which lists 
non-inventor Mr, Park as a post-doctoral employee of IBM and a resume archived on 
3/21/2006 that indicates non-inventor Mr. Park was an assistant professor at POSTECFL 
Even assuming that there is some disparity in the designation of non-inventor Mr. Park as 
a "graduate student' and a "post-doctoral employee", the Examiner has not explained 
how tliis factual disparity raises contradictory evidence with regard to "inventorship". 
Ilie standard is not whether the record contains comradtctgtxiMM«MQ?k^yiw|^^ 
the record contains contradictor^^ evidence of inventorship (See MPEP 7 16. 10). 

Here, the Examiner's reliance on this purported factual disparity as to Mr, Park's 
title is wholly misplaced and simply iiTelevant to the issue of inventorship. Moreover, 
the Examiner has not explained why a "post-doctoral" employee cannot be considered, 
on a general level, a "graduate student" employee. In short, the Examiner can not 
establish contradictory evidence of inventorship based on a matter of semantics with 
regard to issues that are in-elevant to inventorship. 

Accordingly, for at least the foregoing reasons, the Examiner has no basis to 
chaUenge the veracity of the inventors' statements declaring that Mr. Park had no 
.U.t.vtnitive contnbMi.0^^^ It is not understood 

why the Exami ner has such an aversion to accepting the truth of the inventors' statements 
regarding the lack of inventorship of Mr. Park, but instead continues to challenge the 
sciac!t\ of the isixciitors' stdtcments \sith rcH mice on incievasit iufonudtion and impiopcr 
legal standards that have nothing to do with establishing inventorship. It is incumbent on 
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the the Examiner to provide relevant contradictory evidence, otherwise, the Examiner 

must withdraw the fuuiing of insufficieoc>f of the 1 .132 declaration tiled on 9/21/2006. 

Oaim Rejections - 35 U.S.C. § 101 

Claim ! 5 stands rejected under 35 V. S.C. § 101. The Examiner states (in para. 2 
of the Office Action) that claim 15 fails to positively recite tlie act of executing the steps 
of the method to generate a usettil, concrete, and tangible result. This rejection is legally 
deficient as a matter of law and fact. The Examiner improperly construes claim 15 as a 
method or process that does not produce useful and tangible results. The l:-xaminer fails 
to recognize that the claimed inventions relates to a program storage device havmg 
executaMe program imtructiom. The Examiner's fmding of non-statutoiy subject matter 
based on the fact tlmt if the instructions ai-e not executed, the claimed invention does not 
produce a result, is irrelevant, and way off point. It is not necessary for a claim directed 
to a device or machine to be drafted in away that the device/machine is actually 
operating or functioning to produce some result, in order to meet the requirements under 
10 1 . In fact. Examiners typically reject aiid refuse to consider functional language of a 
claim directed to an apparatus, device, or machine. Thus, tlie Examiner's rejection is 
seemingly erroneous as a matter of law. The rejections under 35 U.S.C. 101 should be 
withdrawn. 

Claim Rejections - 35 U.S.C. §102(fa> 

Claims 1-8, 12 and 15 stand rejected under 35 U.S.C. 102(b) as being anticipated 
by the paper entitled ''An index structure for patteni similarity seaiching in .DNA 
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microanay data" (See H. Wang, C Perng, W. Fati, P. Yu, An index struclure for pallera 
similarity searching in DNA niicroarray data, IEEE Computer Society 14-16, Aug. 2002, 
pgs 256-267) (hereinafter referred to as "second paper"), as set forth by the Examiner in 
paragraphs 5-14 of the Office Action, 

Independent claims I and 15 have been anK^ixied to iiKorporate subject matter 
from claims 8, 9, and iO which have been cancelled without prejudice. For example, 
claims 1 and 15 have been amended to recite, inieraJia, receivmg a sequence 

more one one-<jimensumu} sequences usinf:^(he n(nMnuf(nm peqimiLj dimibinion io 
^merM^ a mw M(fMMe ^ and imertmg the mw ^eifiience a s one or more trie nodes 
into a trie structure., which is not present in the second jpajper. Accordingly, the 
second paper fails to anticipate claims 1 and 15 . Moreover, claims 2-7 and 11-12 are 
believed patentable over the second paper at least by virtue of their dependence from 
claim 1, and newly added claims 17-22 are believed patentable over the second.papeT 
at least by virtue of their dependence from claim 15. Accordingly, withdrawal of the 
rejections under 35 U.S.C. § i02(b) is requested. 

Claim Reieclions - 35 U.S.C $l02(a) 

Claims 1-1 2, and 1 5 stand rejected under 35 U.S.C. § 102(a) as being anticipated 
by the first paper , as set forth by the Examiner in paragraphs 16-28 of the Office Action. 
Again, this rejection is legallv detlcient as a nuittcr ofUnv and fact and has been rendered 
moot for all previously asserted rea.sons. The tlrM paper does not qualify as prior art 
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under § 1 02(a) because the fiiiLpBM was published less than one year before the tiling 
date of the application and soiely describes Applicairts' own work, as indicated in the 
previously submitted declaration under 37 C.F.R, § L 132. As noted above, the 
Examiner has not presented any sound legal or factual reasons that would establish 
coiitradictory evidence to chaHenge the veracity of Applicant's statements regarding 
aiithorsiiip. This rejection should be withdrawn. 



Submitted, 

By •^iaak.V. J)eRosa/ 
Frank V. DeRosa 
Reg. No. 43,5S4 
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